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IN SUMMARY

The oMMosition is a Mrocedure that takes M.ace in Mara..e. to the Mrosecution of a trademark 
aMM.ication and can be E.ed by any third Marty who has an interest and considers that the 
aMM.ied-for mark is Mrohibited by leIican OP .awL

•nce the aMM.ication and the oMMosition are Mrocessed, the leIican OP •Fce wi.. refuse 
registration )if the oMMosition Mroves favourab.eC or issue the certiEcate of registration 
and oMMosition decision )if the oMMosition Mroves unfavourab.eCL On both cases, aMMea. is 
avai.ab.eL

DISCUSSION POINTS

D •verview of the two tyMes of oMMosition decisions

D 5urrent cha..enges in Mractice

D Time .imits for E.ing an aMMea. against an adverse oMMosition decision

D •ther Mractica. recommendations

REFERENCES IN THIS ARTICLE

D 9edera. Baw for the Protection of Ondustria. ProMerty )9BPOPC

D 9edera. Baw on 5ontentious Administrative Procedure )9B5APC

The oMMosition system in leIico is turning nine years o.dL 3uring its deve.oMment, the 
Mrocedure has undergone changes in the interests of better functioning and better Mrotection 
of the .ega. sMheres of rights ho.ders and consumers of goods and servicesL

On summary, the oMMosition is a Mrocedure that takes M.ace in Mara..e. to the Mrosecution of a 
trademark aMM.ication and can be E.ed by any third Marty who has an interest and considers 
the aMM.ied-for mark is Mrohibited by leIican OP .awL

•nce the oMMosition is E.ed, the leIican OP •Fce )OlPOC wi.. conduct the registrabi.ity 
eIamination of the aMM.ied-for trademark and wi.. notify the aMM.icant of oMMosition, granting 
a statutory term of four months to E.e a forma. reM.y theretoL

After this term .aMses and if the aMM.icant resMonds to the oMMosition, the OlPO wi.. grant both 
the Marties a common Eve-day term to E.e c.osing argumentsL

The OlPO wi.. then continue with the oFcia. eIamination of the oMMosed aMM.ication and wi.. 
issue its decision, either by refusing registration or by granting it if the oMMosition resu.t was 
unsuccessfu.L

Artic.es 22: and 20q of the 9edera. Baw for the Protection of Ondustria. ProMerty )9BPOPC 
estab.ish the fo..owing’

Artic.e 22:L

After the Meriod of two months referred to in artic.e 22x of this Baw, once 
the evidence has been Mrocessed, the Mroceedings sha.. be made avai.ab.e 
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to the aMM.icant and to the Mersons who have E.ed oMMositions so that, 
where aMMroMriate, submit c.aims within a Meriod of Eve days, which sha.. be 
considered by the OnstituteL •nce this Meriod has e.aMsed, the corresMonding 
reso.ution sha.. be issued without further forma.ityL
Artic.e 2q0L

•nce the aMM.ication Mrocess has conc.uded and the .ega. and regu.atory 
rejuirements have been satisEed, the tit.e sha.. be issuedL

On the event that the Onstitute denies the registration of the trademark, it sha.. 
notify the aMM.icant in writing, stating the reasons and .ega. grounds for its 
reso.utionL

The Onstitute sha.. issue the reso.ution that corresMonds to the oMMositions 
received, stating the reasons and .ega. grounds for its reso.utionL[1]

As Mrevious.y mentioned, there are two tyMes of decision within an oMMosition MrocedureL

OPPOSITION PROCEDURE DECISIONS

Refusal Of Registration

The registrabi.ity eIamination and the oMMosition Mrocedure both conc.uded that, if the 
eIaminer considers the oMMosition to be grounded or the aMM.ied-for mark is Mrohibited by the 
Baw, the OlPO wi.. refuse the trademark registration, and the oMMosition wou.d be considered 
successfu.L

The OlPONs refusa. decision is not Ena. as it can be aMMea.ed before the 9edera. 5ourt on 
Administrative Affairs )95AC through a nu..ity c.aimL

Bikewise, the 95ANs decision may a.so be aMMea.ed at the second instance through an amparo 
suit before a federa. court with a Mane. of three SudgesL

Granting Of The Certic�ate Of Registration

Bikewise, the registrabi.ity eIamination and the oMMosition Mrocedure both conc.uded that, 
if the eIaminer considers the oMMosition to be ungrounded and the aMM.ied-for mark is not 
Mrohibited by the Baw, the OlPO wi.. Mroceed to grant the certiEcate of registration and to 
issue a reso.ution that corresMonds to the oMMositions received, stating the reasons and .ega. 
grounds for its reso.utionL

Onitia..y there was not much c.arity about the Mossibi.ity of aMMea.ing the oMMosition decision 
and the tit.e issued by the OlPO, nor many criteria in this regardL

At Erst, many nu..ity c.aims E.ed against the issuance of a certiEcate of registration were 
dismissed by the 95A, which argued that those affected by the granting of a trademark 
registration must E.e the administrative inva.idation action of this trademark registration 
before the OlPO, considering the OlPO is the authority emMowered and entit.ed to decide 
whether the administrative inva.idation action of a registration is va.id )but not the 95ACL

On other words, the inva.idation action of a trademark registration is not the Surisdiction of the 
95A, as there is an eIMress Mrocedure for this MurMose, and it is Mrocessed before the OlPOL

Uow there is greater c.arity and criteria issued by the HuMerior 5hamber of the 95A that 
estab.ishes that the nu..ity c.aim is aMMroMriate against the two decisions, the issuance of the 
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certiEcate of registration and the oMMosition decision, and the 95A is the comMetent authority 
for this MurMoseL

Of a favourab.e reso.ution is obtained in the aMMea. stage by virtue of a nu..ity c.aim, the nu..ity 
of the oMMosition reso.ution wi.. be dec.ared, and the trademark registration granted wi.. be 
dec.ared i..ega. and, therefore, .ose a.. its effectsL

On other words, the OlPONs decisions regarding an oMMosition Mrocedure are not Ena. and can 
be aMMea.ed Soint.y before the 95A through a nu..ity c.aimL The .ega. effects are that the 
oMMosition reso.ution is dec.ared nu.., and the trademark registration Mrevious.y granted is 
dec.ared i..ega. and .oses a.. its effectsL

The aforementioned is now recognised by the fo..owing’

•PP•HOTO•U P(•5p3Y(pL TJp (pH•BYTO•U OHHYp3 lAW Rp 5•UTpHTp3 
K•OUTBW GOTJ TJp T(A3plA(V (p1OHT(ATO•U Rp9•(p TJp 9p3p(AB 
5•Y(T •9 A3lOUOHT(ATO4p KYHTO5pL

On accordance with artic.e ;20 of the Ondustria. ProMerty Baw, the oMMosition 
Mrocedure may be E.ed by any third Marty who considers that the aMM.ication for 
trademark registration or Mub.ication fa..s within the assumMtions Mrovided for 
in artic.es 7 and :0 of the Ondustria. ProMerty BawL Ondustria. ProMerty8 therefore, 
the resu.t of the Mrocedure wi.. be to determine if the hyMotheses in which 
the granting of the trademark registration or its Mub.ication are not actua..y 
uMdatedL 3erived from this, it is c.ear that between the reso.ution that ends the 
oMMosition Mrocedure and the granting of the trademark registration, there is a 
common cause that consists of determining whether or not any imMediment 
to granting the .atter is uMdated8 and in that sense, taking into account the 
continence of the case, both acts can be disMuted simu.taneous.y in the federa. 
administrative .itigation tria.L

5ontentious Administrative Tria. UoL /zx‘;:-pPO-0;-;‘;:;;‘2;-PB-0:-07L- 
(eso.ved by the Kurisdictiona. P.enary of the HuMerior 5hamber of the 9edera. 
5ourt of Administrative Kustice, in a session of 2/ AMri. 2022, unanimous.y 
with ;; votes in favourL- Kudge (aMMorteur’ A.fredo Ha.gado BoyoL- Hecretary’ 
BicL pnrijue 5amarena Jue–caL

)Thesis aMMroved in the session of 2: Kune 2022C[2]

The above criterion reMresents a great advance in leIico in terms of OP .aw, Mrecise.y 
regarding the oMMosition Mrocedure, because it Mrovides c.arity and .ega. certainty to the 
ho.ders of industria. MroMerty rights regarding the Mossibi.ity of cha..enging adverse decisions 
of oMMosition MroceduresL

Bikewise, this Mrecedent is of utmost imMortance as, in the absence of Mromu.gation and 
Mub.ication of the 9BPOP (egu.ations, there is current.y not much c.arity about the .ega. 
avenues and avai.ab.e resources to aMMea. adverse decisions derived from oMMosition 
MroceduresL On a certain way, before the issuance of this criterion, the OP rights ho.ders were 
unab.e to defend themL
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Ot is high.y .ike.y that the Mending 9BPOP (egu.ations fo..ow the criteria adoMted by the court in 
the above thesis, which wou.d resu.t in a success because it c.ear.y reMresents an imMortant 
imMrovement and strengthening of the industria. MroMerty .ega. system in leIicoL

Bikewise, the .ega. Egure of the oMMosition has evo.ved since its introduction in 20;6’ 
current.y, if we E.e an oMMosition and it does not succeed, we must be MreMared to cha..enge 
the ru.ing that the OlPO gets to issue in oMMosition Mroceeding, in a.. re.evant aMMea. instances, 
which as Mrevious.y mentioned, wou.d be before the 95A through a nu..ity c.aim and, Mossib.y, 
at a second aMMea. stage through an amparo suit before a federa. court of administrative 
affairs, with a Mane. of three SudgesL

•therwise, the resu.t of the oMMosition may negative.y imMact any inva.idity action that wou.d 
.ater be attemMted against any eventua. registration to be granted for the above-mentioned 
trademark, because in recent cases counterMarties and the leIican courts are beginning to 
aMM.y the notion of 'reJective res judicataNL

(eJective res judicata in this case means that as both the inva.idity action and the oMMosition 
Mroceedings rejuire the OlPO to conduct an ana.ysis on the .ike.ihood of confusion between 
the trademarks in conJict, if when reso.ving the oMMosition the OlPO considered that the 
trademarks under ana.ysis are not confusing.y simi.ar, this shou.d a.so aMM.y in any inva.idity 
action, which wou.d force the OlPO to deny that inva.idity actionL

CURRENT CHALLENGES IN PRACTICE

Artic.e x2 of the 9edera. Baw on 5ontentious Administrative Procedure )9B5APC states the 
fo..owing’

A(TO5Bp x2L- The Ena. sentence may’

(ecognise the va.idity of the contested reso.utionL
L L L
3ec.are the nu..ity of the contested decisionL
L L L
3ec.are the nu..ity of the contested reso.ution and a.so’

(ecognise the M.aintiff the eIistence of a subSective right and condemn 
comM.iance with the corre.ative ob.igationL

1rant or restore to the M.aintiff the enSoyment of the affected rightsL[3]

On dai.y Mractice, we have been eIMeriencing that in a.most a.. cases in which an oMMosition 
is unfavourab.e, the OlPO Mroceeds to issue the certiEcate of registration, but the oMMosition 
decision is not issued unti. severa. months have MassedL

5onsidering the fact that the 9BPOP (egu.ations have not yet been Mub.ished and are due to 
c.arify the Marticu.arities of the oMMosition Mrocedure, a .ot of confusion and nervousness 
among Mractitioners, .aw Erms and trademark ho.ders in leIico has been generated in 
re.ation to the Mossib.e aMMea. stage against adverse oMMosition decisionsL

Odea..y, the certiEcate of registration and the decision shou.d be issued by the OlPO Soint.y 
because the course of action to cha..enge the conJicting registration wou.d be the E.ing of a 
nu..ity action before the 95A against the oMMosition decision and the trademark registration 
certiEcate Soint.yL
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9urthermore, having a comM.ete Micture of the Manorama or scenario, and knowing the 
reasoning and foundation on which an OlPO decision was based, is essentia. to MroMosing 
a good and effective .itigation strategyL Bikewise, it Mrovides certainty and greater c.arity to 
c.ients about the costs, times and imM.ications that each of the aMMea. stages may haveL

•wing to the de.ay that eIists between the issuance of the certiEcate of registration and the 
oMMosition, we have adoMted as a 'Mractica. remedyN, E.ing a brief before the OlPO to eIMedite 
the issuance of the oMMosition decision, as an effort for the authority to be more eFcient in 
issuing both reso.utions Soint.y unti. the regu.ations to the Baw are Mub.ishedL

TIME LIMITS FOR FILING AN APPEAL AGAINST AN ADVERSE OPPOSITION DECISION

9or the MurMose of E.ing an aMMea. before the 95A through a nu..ity c.aim, we have a term 
of q0 business days after being served with an oMMosition decisionL As mentioned, a current 
issue a.most a.. the users and Mractitioners are eIMeriencing is the great disMarity of time 
that eIists between the issuance of the registration certiEcate and the decision that .ed the 
eIaminer not to consider the arguments eIMressed in an oMMosition to be suFcient and we.. 
foundedL On some cases, this disMarity in time in issuing this decision reaches more than four 
to Eve months K a Meriod that we consider eIcessiveL

9or the MurMoses of eIMediting the issuance of the eIaminerLs decision regarding the 
oMMosition and reducing the time disMarity with resMect to the issuance of the trademark 
registration certiEcate, a Mractice that many co..eagues have imM.emented in the absence of 
.ega. regu.ations in this regard is to E.e an additiona. writ before the OlPO eIMress.y rejuesting 
the issuance of the oMMosition decision so that, in the near future, both decisions wi.. be 
issued Soint.y and it wi.. be Mossib.e to eva.uate, in a faster and eFcient manner, Motentia. 
.itigation strategies to the c.ients as we.. as the chances of successL

OTHER PRACTICAL RECOMMENDATIONS

The oMMosition Mrocedure has severa. advantages, inc.uding the fo..owing’

D Ot is a Mrocedure instituted against a trademark that has not yet been registered and, 
therefore, does not have constituted rights Mer seL

D Ot is a Mrocedure carried out at the same time or simu.taneous.y as the trademark 
aMM.ication Mrosecution, so the time frame of the issuance of a decision is fasterL

D The costs are reduced comMared to a .itigation actionL

D The unfavourab.e oMMosition decision and the Motentia. certiEcate of registration can 
be aMMea.ed before two subsejuent instancesL

Jowever, before recommending that a c.ient Mursue or take the oMMosition Mrocedure as 
a course of action, it is very imMortant to consider certain Marticu.arities, among which is 
the Mena.ty or imMossibi.ity of initiating an inva.idation action in the event of obtaining an 
unsuccessfu. oMMosition c.aiming the same arguments and evidenceL

9or eIamM.e, if an oMMosition has been Mromoted and it is unsuccessfu. or unfavourab.e, 
name.y, it does not Mrevent the granting of the trademark registration in juestion, the 
Mossibi.ity of E.ing an inva.idation action against such trademark registration is Mrevented 
based on the same arguments and evidence as those E.ed in the oMMositionL
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9urther, for eIamM.e, if an oMMosition is E.ed based on the .ike.ihood of confusion and 
it is unsuccessfu., the Mossibi.ity of E.ing an inva.idation against the resu.ting trademark 
registration based on .ike.ihood of confusion wou.d be Mrec.udedL 5onsejuent.y, a Motentia. 
inva.idation action wou.d have to be E.ed on a different basis )eg, deceMtiveness or bad faithCL

Jowever, it might be diFcu.t to invoke these different causes of inva.idation )deceMtiveness 
or bad faithC because, in the end, any argument re.ated to them wou.d have to be .inked 
to the .ike.ihood of confusion, and if the OlPOLs determination conc.uding the absence of 
.ike.ihood of confusion becomes Erm, this determination wi.. become res Sudicata, affecting 
the Mossibi.ity of successfu..y cance..ing the conJicting registration before the OlPOL

Artic.e 2x: of the new leIican OP .aw out.ines the Mena.ty to E.e a nu..ity action based on the 
same arguments and evidence Mresented in the oMMosition’

Artic.e 2x:L- A nu..ity action sha.. not be admitted, when the oMMosition 
Mrovided in Artic.e 22; of this Baw has been E.ed, Mrovided that the arguments 
asserted in the nu..ity action, as we.. as the evidence, are the same as those 
E.ed in the oMMosition and the Onstitute has a.ready ru.ed on themL[4]

This new Mrovision is intended to avoid the E.ing of id.e oMMositions, which tends to de.ay 
and hinder the trademark registration Mrocess in leIico, and conso.idate the oMMosition 
Mrocedure as a more robust and re.iab.e mechanism in Mreventing the granting of trademark 
registrations that may affect Mrior third MartiesN rightsL

A.. these Marticu.arities must be considered when deciding the best course of action to take 
in terms of success rate, times and costsL

On conc.usion, if Mursuing an oMMosition, keeM in mind that the oMMosition decision is 
aMMea.ab.eL

Jowever, considering the 9BPOP is sti.. Mending the Mub.ication of its regu.ations, and 
because the 95A and the 9edera. 5ourts on Administrative Affairs have Sust started to have 
Mrecedents on the origin, Surisdiction and scoMe of oMMosition decisions, and certiEcates of 
trademark and their effects, there are severa. Marticu.arities that cou.d inJuence the decision 
to oMt for an inva.idation action or the oMMosition MrocedureL

Endnotes
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